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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-3 and 5-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Silverman et al (US Patent No. 6,505,175). 

As per claim 1, Silverman et al disclose a system and method for placing 
and tracking a trade order over an automated execution system. The method 
and system comprising: 

Routing an electronic order for a product submitted by a participant into 
the automated execution system as 

"Referring now to FIG. 2, a trader, customer or other person with access to the Order 
Management System 130 initiates a trade by entering an order 210 into a network access 
device such as, for example, a computer. The Order Management System 130 processes 
the order by properly logging the order and allocating it to a broker ID and a booth, 
according to the symbol of the security involved in the order. The Order Management 
System 1 30 then performs the step of transmitting the order to a booth station 21 2 and 
the step of transmitting the order to the Handheld server 21 3. The handheld server in turn 
transmits the order to a handheld computing device onto which a Broker ID associated 
with the security symbol is logged. 

Brokers can enter executions according to orders received into a handheld computing 
device 114-116. The information relating to the orders is transmitted to an online 
management system for exchange-listed securities. ° 
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(see on column 4, lines 12-41); 

Automatically executing in order priority (column 5, lines 3-13) at least a 
portion of the electronic order against an order in an electronic book (column 6, 
lines 1-17) at a prevailing market price (column 4, lines 54-62) irrespective of 
broker review; and 

Automatically executing a remaining portion of the electronic order against 
the participant at a predetermined participation percentage (column 6, lines 1-19, 
column 8, line 50 to column 9, line 50). 

As per claim 2, Silverman et al teach the any further remaining portion of 
the electronic order is executed against at least one market maker. 

As per claim 3, Silverman et al teach the electronic order further 
comprises forwarding the electronic order over a computer network system from 
an order routing system. See column 4, lines 12-41 . 

As per claim 5, the step of executing a remaining portion of the electronic 
order against the participant further comprises assigning a percentage of the 
contra-side of each electronic order to the participant. See column 8, line 50 to 
column 9, line 50. 

As per claims 6 and 7, the product comprises a security, derivative or 
commodity having at least one sell order or buy order. See column 9, lines 7-18 
and column 3, lines 15-20. 

As per claim 8, the product is at least one unit of a security, derivative or 
commodity. See the abstract. 
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Ass per claim 9, the participant submits the electronic order for a 
customer, and inherently the customer is assured to receive the National Best 
Bid or Offer for the electronic order. 

As per claim 10, Silverman et al teach: 

Routing an electronic order from an option contract submitted by a 
participant into an automated execution system over a computer network 

"Referring now to FIG. 2, a trader, customer or other person with access to the Order 
Management System 130 initiates a trade by entering an order 210 into a network access 
device such as, for example, a computer. The Order Management System 130 processes 
the order by properly logging the order and allocating it to a broker ID and a booth, 
according to the symbol of the security involved in the order. The Order Management 
System 130 then performs the step of transmitting the order to a booth station 212 and 
the step of transmitting the order to the Handheld server 21 3. The handheld server in turn 
transmits the order to a handheld computing device onto which a Broker ID associated 
with the security symbol is logged. 

Brokers can enter executions according to orders received into a handheld computing 
device 114-116. The information relating to the orders is transmitted to an online 
management system for exchange-listed securities. " 



(see on column 4, lines 12-41); 

Receiving the electronic order over the computer network, wherein the 
electronic order is further routed to a book process subsystem 
Se also column 4, lines 12-41. 

Automatically executing in order priority the electronic order against a 
book order irrespective of broker review; book (column 6, lines 1-17) and 
(column 4, lines 54-62); 
and 

Assigning a first remaining portion of the electronic order to the participant 
(column 6, lines 1-19, column 8, line 50 to column 9, line 50). 
As per claims 1 1 and 12 see columns 4 and column 9. 
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As per claim 12, see column 4, lines 12-49. 

As per claim 13, the step of receiving the electronic order over the 
compute network comprises receiving the electronic order at a trading facility. 
See column 3, line 45 to column 4, line 50. 

As per claim 14, see column 5, lines 3-13 and column 8, lines 50-61. 

As per claim 15, see column 8, lines 50-61. 

As per claim 16, the participant submits the electronic order for a 
customer, and inherently the customer is assured to receive the National Best 
Bid or Offer for the electronic order. 

Claims 17 and 21 are directed to similar limitations recited in claim 1 , and 
therefore these limitations are likewise rejected. See the rejection of claim 1 
above. 

As per claims 18-20 and 22-23, see columns 4-9 of Silverman et al. 

2. Applicants amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
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action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 



the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



3. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Frantzy Poinvil whose telephone number is 
(571) 272-6797. The examiner can normally be reached on Monday-Thursday 
from 7:00AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Sam Sough can be reached on (571) 272-6799. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 



Conclusion 



free). 
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